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DETAILED ACTION 

1 . This action is in response to applicant's communication on 2/5/08, wherein 
claims 1-32 have been cancelled and claims 60-62 have been added. Therefore, claims 
33-62 are currently pending. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 33-62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kanebo LTD, Application number: 06-030911, Publication number: 07-219935, 
Published on 18.08.1995 (Hereinafter referred to as Kanebo) in view of 
Trademark/Service Mark Application, Principal Register, with Declaration, eTEAS - 
Version 1 .2a: 08/22/2000 (Hereinafter referred to as eTEAS). 

2. With respect to Claims 33, 39, 49, 54, 55 and 59: 
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3. Kanebo discloses a system, method, user interface, remotely accessible 
computer system configurable to allow a user to select a description of goods/services 
for at least one trade mark application said system comprising: 

a. means for presenting a predetermined list of goods/services to said user 
of said service system, said predetermined list being in accordance with an 
official classification of goods and services (Kanebo, Page 1, "To provide a trade 
mark registration application preparing device capable of automatically printing 
out work for a specified commodity or the work for, the specified commodity and 
a trade mark on a trade mark registration application."); 

b. said means for presenting said predetermined list being capable of, 
(Kanebo, Page 2, "1 Computer) (Examiner notes this meets all structural 
limitations claimed): 

i. presenting a set of class headings for said list of goods/services 
(Kanebo, Page 5, [001 1], "The contents storage 1 1 of application stores 
the extracted business which searches said relation enclosure 10 
corresponding to appointed-goods-business by the receipt number 
generated by the input from the input unit 3 of said contents input means 6 
of application, a classification, appointed goods, and the appointed goods 
inputted as other items when required, and corresponds."); and 

ii. presenting said list of goods/services as a set of predetermined 
words describing individual said goods/services (Kanebo, Page 5, [0012], 
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"Next, actuation of the trademark registration application application listing 
device in this example is explained using the flow chart..."); and 

iii. means for selecting individual said goods/services from said 
predetermined list, said means for selecting individual goods/services 
being capable of (Kanebo, Page 1 , "The trade mark registration 
application preparing device consists of a specified commodity/work 
correspondence relation input means 5 for inputting correspondence 
between a specified commodity and work..."): 

iv. selecting a class heading of goods/services, in which case a said 
selection corresponds to all goods/services stored in a predetermined list 
of goods/services corresponding to said heading (Kanebo, Page 1, "The 
trade mark registration application preparing device consists of a specified 
commodity/work correspondence relation input means 5 for inputting 
correspondence between a specified commodity and work..."); and 

v. editing said predetermined list of goods/services by accepting 
modification of said set of predetermined words (Kanebo, Page 1 , 
"...extracting its corresponding sort, specified commodity and work and 
outputting the extracted contents from a printer device 8 as an 
application.") 

vi. Kanebo does not explicitly disclose wherein its system is an 
internet based system. However, eTEAS teaches a web-based system for 
requesting a trademark application from a remotely accessible computer 
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system (Examiner interprets this to be inherent within the concept of the 
internet, which allows remote access to a foreign computer). It would 
have been obvious to one of ordinary skill in the art at the time of the 
invention to have incorporated the internet into the device for preparing 
trade mark registration application in order to further facilitate the 
application process as described in the prior art of Kanebo on page 9. 
Further, this addition would not have been beyond one of ordinary skill in 
the art at the time of the invention since Kanebo already outputted the final 
application to a printer device as described on page 1 of Kanebo and 
doing could be performed readily and easily by any person of ordinary skill 
in the art, with neither undue experimentation, nor risk of unexpected 
results. 

4. With respect to Claims 34-38, 40-46, 50-52, 56-57: 

5. Kanebo discloses all the above limitations, but does not explicitly disclose, 
wherein said means for presenting said goods/services comprises use of at least one 
drop down menu, the use of at least one scroll bar window, the use of at least one icon, 
the use of at least one box, a highlighting means, and an underlining means, whereby 
said user of said system selects said goods/services by using any of the 
aforementioned means to select said goods/services. However, eTEAS teaches each of 
these techniques which would have been obvious to one of ordinary skill in the art at the 
time of the invention to have incorporated into the device for preparing trade mark 
registration application of Kanebo, since so doing could be performed readily and easily 
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by any person of ordinary skill in the art, with neither undue experimentation, nor risk of 
unexpected results to display, present and list the class headings, classifications, and 
goods/services of Kanebo (Kanebo, Page 12, "While extracting the business which 
searches said relation storing means corresponding to appointed-goods-business by 
the appointed goods which were made to input a key item, a classification, and 
appointed goods from an input unit.") 

6. With respect to Claim 47: 

7. Kanebo discloses a method of presenting and selecting goods/services as 
claimed in claim 39, comprising the steps of: sorting said goods/services into the 
relevant classes following the presenting and selecting of said goods/services (Kanebo, 
Page 1, "extracting its corresponding sort, specified commodity and work and outputting 
the extracted contents from a printer device 8 as an application.") 

8. With respect to Claims 48, 53 and 58: 

9. Kanebo discloses the steps of presenting said goods/services as class headings 
using a first scrollbar window and presenting additional words of said goods/services 
using a second scrollbar window (Kanebo, Page 12, "While extracting the business 
which searches said relation storing means corresponding to appointed-goods-business 
by the appointed goods which were made to input a key item, a classification, and 
appointed goods from an input unit."). Kanebo does not explicitly disclose presenting of 
said goods/services in the official language of said country in which said trade mark 
application will be filed or specifying a country in which said trade mark application will 
be filed. eTEAS teaches wherein a selection must be made as the country which an 
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application is to be filed as well as the applicant's citizenship. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to have used this 
selection made in eTEAS with the device for preparing trade mark registration 
application of Kanebo in order to allow the system to interact with any trade mark 
receiving office. Just as the system in Kanebo was designed in Japan, using Japanese 
language, the same system could have been modified with little effort in order to 
accommodate the language which is proper for the selection of citizenship made in 
eTEAS. 

1 0. With respect to Claims 60-62: 

1 1 . Kanebo discloses extracting the corresponding sort and outputting the extracted 
work, but does not explicitly disclose wherein said means for selecting individual 
goods/services from said list is capable of: accepting deletion of individual words of said 
set of predetermined words; or accepting entry of additional text characters to describe 
words which specify said goods/services. However, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to have added or accepted of any 
good/services presented or selected since a user would not want to submit an 
application with any discrepancies if it would be possible to catch them before 
submitting them. 

Response to Arguments 

Applicant's arguments with respect to claim 2/5/08 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW S. MEYERS whose telephone number is 
(571)272-7943. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jan Mooneyham can be reached on (571) 272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew S Meyers/ 
Examiner, Art Unit 3689 
/Janice A. Mooneyham/ 



Supervisory Patent Examiner, Art Unit 3689 



